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DETAILED ACTION 
Status of claims 

Claims 1-5 and 16-20 are now pending. 
Claims 1-4 have been amended and claims 16-20 are new. 

Claims 2-5 and 16 are objected to because they depend on a 

rejected claim. 

Newly submitted claims 17-20 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the claims contain 
a pharmaceutical composition and a kit, the original claims are to a method of 
treatment. Since applicant has received an action on the merits for the originally 
presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claim 17-20 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP§ 821.03. 

Inventions of claims 17-20 are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). 

In the instant case the product can be used as an anti-angiogenesis agent. 
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The response filed May 10, 2006 presents remarks and arguments to the office 
action mailed February 10, 2006. Applicants' request for reconsideration of the 
rejection of claims in the last office action has been considered. 

Response 

Applicants' arguments, filed, have been fully considered but they are not deemed 
to be persuasive. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being applied to 
the instant application. 

Claim Rejections - 35 USC § 112-First paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-5 are again rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for treating colon cancer, does not reasonably 
provide enablement for a large representative of solid tumor-cancers. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention the invention commensurate in 
scope with these claims. For rejections under 35 U.S.C. 112, first paragraph, the 
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following factors must be considered (In re Wands, 8 USPQ2d 1400, 1404 (CAFC, 
1988)): 

Factors to be considered in determining whether a disclosure would require undue 
experimentation have been summarized in Ex parte Forman , 230 USPQ 546 (BPAI 
1986) and reiterated by the Court of Appeals in In re Wands . 8 USPQ2nd 1400 at 1404 
(CAFC 1988). The factors to be considered in determining whether undue 
experimentation is required include: (1) the quantity of experimentation necessary, (2) 
the amount or direction presented, (3) the presence or absence of working examples, 
(4) the nature of the invention, (5) the state of the prior art, (6) the relative skill of those 
in the art, (7) the predictability or unpredictability of the art, and (8) the breadth of the 
claims. 

The Board also stated that although the level of skill in molecular biology is high, 
the results of experiments in genetic engineering are unpredictable. While all of these 
factors are considered, a sufficient amount for a prima facie case were discussed in the 
previous office action of record. 

Applicant traverses that claim 1 is directed to a method of treating cancer in a 

patient by administering a combination of a therapeutic effective amount of 

benzamfdo . 

This is not 

persuasive, because Applicants' claim is very broad ie treating cancer with the claimed 
compound. 



No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shirley V. Gembeh whose telephone number is 571- 
272-8504. The examiner can normally be reached on 8:30 -5:00, Monday- Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on 571-272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINER 
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